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Vintage trademarks are fashion and third parties may be tempted to file, in their names, 
trademarks which have been abandoned by their owners. The Court of Justice of the 
European Union (T-327/12 dated 8 May 2014 – “Simca”) took the view that such a behavior 
amounted to bad faith if the applicant’s objective was to “free-ride” on the residual 
reputation of the abandoned trademark. The German Bundesgerichtshof adopted an opposite 
approach by holding, in a nutshell, that an abandoned trademark reverts to the public domain 
and can be re-appropriated by anyone (I ZB 23/11 dated 27 October 2011 – “Simca”), and 
several legislations provide for a certain time limit (e.g. 3 years) after the abandonment of a 
mark following which the latter can be refiled by any third party. The topic aims at discussing 
these issues and at identifying the respective national or regional practises in this regard. 
 

A. Introduction 
 

B. Obligation of use 
 
1. Is there an obligation to use a registered trademark under your trademark law? 

 
2. Is there a “grace period”? When does it start running from? 

 
3. What are the objectives of such an obligation of use? 

 
4. Is reputation equivalent to use? What about well-known trademarks in the sense of 

article 6bis of the Paris Convention for the Protection of Industrial Property?  
 

5. What are the effects of a default of use?  
 

6. Who can request the cancellation of a registered trademark for non-use? 
 

7. Is there a difference between a trademark which has not been used during the relevant 
period of time and an “abandoned” trademark?  

 
C. (residual) goodwill 

 
8. Is goodwill protected under your trademark (or unfair competition) law? 

 
9. Under which conditions? 

 



10. Can goodwill still exist if a trademark has not been used during the relevant period of 
time? If a trademark has been cancelled for non-use? 

 
D. Bad faith trademarks 

 
11. Does your trademark law, or your unfair competition law, provide for the cancellation of 

a trademark filed in “bad faith”?  
 

12. Does the filing a trademark which has not been used during the relevant period of time, 
but which is still registered, qualify as bad faith? 
 

13. Does the filing a trademark which has not been used during the relevant period of time, 
and which has lapsed, qualify as bad faith? 

 
14. Does the filing a trademark which has not been used during the relevant period of time, 

and which has been cancelled for non-use, qualify as bad faith? 
 

15. Does the applicant to a cancellation action based on bad faith have to show that it has a 
legitimate interest? 

 
16. In the affirmative, does the former owner of an abandoned trademark have such a 

legitimate interest in having an identical or similar trademark cancelled for bad faith? 
 

17. Is the applicant to a cancellation action based on bad faith entitled to claim that the new 
trademark creates a risk of confusion with the abandoned trademark?  

 
18. Is the IP office entitled to refuse ex oficio the registration of a trademark for bad faith? 

Or based on a risk of confusion with an abandoned trademark?  
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